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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re TRM Cor poration

Serial Nos. 75/932,518 and 75/932,519

James H Walters of Dellett and Walters for TRM
Cor por ati on.

Jill C. At, Trademark Exam ning Attorney, Law Ofice 114
(Margaret Le, Managi ng Attorney).

Before Cissel, Walters and Chapman, Adnmi nistrative
Trademar k Judges.

Opinion by Walters, Adm nistrative Trademark Judge:
TRM Cor poration has filed applications to register
on the Principal Register the marks | ATMGLOBAL' and | ATM

for “automated tell er nmachi ne services.”

1'Serial No. 75/932,518, in International Class 36, filed March 1, 2000,
based on an allegation of a bona fide intention to use the mark in
conmmer ce
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I n each application, the Trademark Exam ni ng
Attorney has issued a final refusal to register, under
Section 2(e)(1) of the Trademark Act, 15 U. S.C.

1052(e) (1), on the ground that applicant’s mark is nerely
descriptive in connection with its services.

Appl i cant has appeal ed in each application. Both
applicant and the Exam ning Attorney have filed briefs in
each application, but no oral hearing was requested.
Because the issues are the same in both appeals, and the
records are essentially identical, we have considered the
appeals in these two applications together and we issue a
si ngl e opinion.

The Exam ning Attorney contends that “I” is comonly
understood to nean “Internet”; that “ATM is a comonly
used and recogni zed acronym for the generic term
“automated teller machine”; that, with respect to
| ATMGLOBAL, the term “global” means “worl dw de”; and t hat
the individual ternms retain their ordinary nmeani ngs when
conbined in applicant’s marks. The Exam ning Attorney
contends that applicant’s services are “lInternet-enabl ed

automatic teller machi nes that are avail abl e worl dwi de,”

2Serial No. 75/932,519, in International Class 36, filed March 1, 2000,
based on an allegation of a bona fide intention to use the mark in
conmer ce.
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and, thus, she concludes that both marks nerely describe
t hese services.

I n support of her position, the Exam ning Attorney
submtted the follow ng definitions of the terns
i nvol ved:

“global” — O, relating to, or involving the

entire earth; worldw de. The Anerican Heritage

Di ctionary of the English Language, 3'% ed.
1992.

“ATM' — abbreviation. Automated teller nachine.
Automatic teller machine. The Anerican Heritage
Di ctionary of the English Language, 3'? ed.

1992.

“ATM — Automated teller machine.
www. acronynfinder.com August 2, 2000.

“1” — Internet. www. acronynfinder.com August
2, 2000.

“Internet” — 1. A |large network made up of a
nunber of smaller networks. 2. “The” Internet
is made up of nmore than 100, 000 i nterconnected
networks in over 100 countries, conprised of
commercial, academ c and governnment networKks.
The Conputer dossary, 8" ed. 1998.

“Internet” — noun. A matrix of networks that
connects conputers around the world. The
American Heritage Dictionary of the English
Language, 3% ed. 1992.

The Exami ning Attorney submtted a significant
nunmber of excerpts fromvarious Internet websites and
excerpts retrieved fromthe LEXI S/ NEXI S database. A

| arge nunmber of these excerpts that use “i ATM or
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i ATMyl obal ” refer to applicant, of which the following is
an exanpl e:

i ATMyl obal . net, the e-commrerce infrastructure
subsidiary of TRM Corporation .., announces t hat
it has agreed to acquire Strategic Software
Solutions Limted, a |leading devel oper of custom
I nternet solutions for Automated Tell er Machi nes
(ATMs). Strategic Software Sol utions and
i ATMgl obal . net will build a Web-based
di stri bution channel to deliver convenient
access [to] e-comrerce goods and services
t hrough the existing worldw de network of
approxi mately one mllion ATMs.
...Strategic Software Solutions and NCR jointly
mar ket @ niLi nk, the only Internet-based ATM
upl oadi ng and notification product for NCR-built
ATMs. [ www. ki osks. org, August 2, 2000.]

The follow ng are exanpl es of excerpts submtted by the

Exam ni ng Attorney that discuss Internet banking and ATM
servi ces:

KeyCorp’s online banking Web site, Key.com has
been ranked anong the top five financial
services sites on the Internet

The online service conbines ATM functions with
t el ebanki ng and other traditional services.

[ Dayt on Daily News, July 6, 2000.]

Wells is in the process of hooking to the
Internet at |east 800 of its ATMs in California
and Arizona and plans to do the same throughout
its territory. Consultants nay debate the
merits of Web-enabling ATMs, but several | arge
banks, such as Bank of Anerica, have announced
plans to do it. [The Charlotte Cbserver, June
19, 2000.]

The Exam ning Attorney al so subm tted numerous excerpts

showi ng use of the term ATMto nean “automated teller
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machine.” The followi ng are exanpl es of excerpts that

use “I1” to refer to “Internet,” sonmetines as a tradenarKk:

iPrint.com - *“i for Internet — went live in
January 1997...[ Busi ness Marketing, August 1,
1999. ]

But nostly Oracle8i is a statenent of the way
Oracle visualizes the future. The ‘i’ stands
for Internet, and is a rem nder of Oracle’s

belief that ‘the Internet changes everything.

The i Mac al so was built with networking in m nd
—in fact, the “i” stands for Internet.
[ ndustry Week, December 21, 1998.]

Conpani es that have been successful in making a
splash with the 20-sonet hi ng consuner market

have used an IMC plan — in which the “1” stands
for “Internet.” [Marketing News, June 8, 1998.]

| nternet service providers this year to offer

| arge storage solutions called |:Drives. The I
is for Internet. Subscribers would pay $20 to
$30 per nonth to rent Internet space in 50MB to
100MB i ncrenents. [Broadcast Engi neering, June
1998. ]

Besides, | want to help shore up the enbattl ed
forces behind the “1” prefix, short for
“Internet,” of course. (InfoWrld, bucking the
trend, has long preferred “l-conmerce” to “e-
commerce.”) [InfoWorld, August 16, 1999.]

Domain names with an “I-? prefix — where the “1”
stands for Internet, as in “Il-notebooks” are hot
now, along with the nore famliar “e-“ prefixes,
Cuence said. [Conputer Reseller News, June 14,
1999. ]

Applicant contends that the Exanmi ning Attorney has
not made a prim facie case that applicant’s marks are

nerely descriptive; and that the evidence subnitted by
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t he Exam ning Attorney actually supports applicant’s
position. Applicant alleges that third-party

regi strations denonstrate that “1” plus another termis
registrable; that there is no evidence of third-party use
of either of applicant’s marks in a descriptive manner;
that many of the articles submtted by the Exam ning
Attorney refer to applicant, and the ternms are used as
applicant’s marks; that, considered in their entireties,
neither mark is nmerely descriptive, regardl ess of whether
the individual terms conprising each mark may be
descriptive; that the Exam ning Attorney has inproperly
consi dered the nature of applicant’s services based on

i nformation other than the identification of services;
and that applicant’s mark has been registered in the
United Kingdom and, therefore, it should be registrable
by the USPTO.

Applicant submtted excerpts fromits Internet
website [wwv. i at ngl obal . net, February 2000], i ncluding
the follow ng statenents:

i ATMgl obal is an e-comrerce infrastructure

conpany building a software-driven distribution

channel to furnish conveniently accessible e-

commer ce goods and services over the worl dw de

one mllion unit ATM network. W specialize in

provi di ng end-to-end e-comrerce sol utions for

retailers, financial institutions, and non-bank

depl oyers of ATMs by form ng strategic
relationships with sel ect e-conmerce conpanies
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interested in offering their goods and services
to consuners via the ATM net wor K.

When i ATMyl obal identified the need for ATMs to
of fer nore revenue opportunities to the
wor | dw de popul ation of cardhol ders we realized
that any solution had to be sinple, scal able and
profitable.

RAAP [ Renpte Access Application Protocol] all ows
exi sting Internet conpanies to offer their
products and services on the ATM in a manner
consistent with ATM user expectations. And in
so doing converts the ATMinto a uni que shop-
front for the huge popul ation of ATM users.

At the sharp end of our RAAP architecture is our
ATM e-comerce Agent — our RAAP Agent. An
extraordi nary piece of well-worked software
al l owi ng seanl ess integration between the
exi sting Cash Di spensing software on the ATM and
our Internet Partner Conpanies.
Applicant also submtted a printout containing sone
information relative to its United Kingdomregistration
of I ATMGLOBAL, although the goods or services are not

|isted; and copies of third-party registrations of marks

with an or “i” prefix followed by another word.

The test for determ ning whether a mark is nerely
descriptive is whether it imrediately conveys information
concerning a quality, characteristic, function,

i ngredient, attribute or feature of the product or
service in connection with which it is used, or is
intended to be used. In re Engi neering Systenms Corp., 2

UsSP@2d 1075 (TTAB 1986); In re Bright-Crest, Ltd., 204
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USPQ 591 (TTAB 1979). It is not necessary, in order to
find that a mark is nerely descriptive, that the mark
descri be each feature of the goods or services, only that
it describe a single, significant quality, feature, etc.
In re Venture Lendi ng Associ ates, 226 USPQ 285 (TTAB
1985). Further, it is well established that the
determ nati on of nere descriptiveness nust be nmade not in
the abstract or on the basis of guesswork, but in
relation to the goods or services for which registration
is sought, the context in which the mark is used or
intended to be used, and the inpact that it is likely to
make on the average purchaser of such goods or services.
In re Recovery, 196 USPQ 830 (TTAB 1977).

There is no question fromthis record that “ATM 1is
a comonly understood acronym for “automated teller
machi ne,” and that “global” is synonynous with
“wor | dwi de.” Applicant does not appear to dispute either
of these facts. Simlarly, we find the evidence

sufficient to establish that ATM services are avail abl e

via the Internet; and that the letter “I,” in the context
of ATM services, will be readily understood to be an
acronym for “lInternet.”

Applicant’s argunment that the Exam ning Attorney

i nproperly referred to materials outside of the
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recitation of services is not well taken. The Exam ning
Attorney may refer to any appropriate resources to
determ ne the nature of applicant’s services. However

in determning whether a mark is nerely descriptive, the
Exam ni ng Attorney may not consider services that are not
within the scope of the identified services in the
application. Applicant’s services are broadly identified
in each application as “automated teller machine

services,” which term nol ogy enconpasses any mnedi um f or
of fering those services, including the Internet.
Further, applicant’s web site information indicates that
its ATM services are intended to be offered via the
| nternet and/or that custoners nmay have access to
I nt ernet-based retailers and other Internet-based
services via ATMs that utilize applicant’s services.

The conbi nation of the individual terms into | ATM
and | ATMGLOBAL does not change the neaning of the
i ndi vidual ternms, does not create an incongruous meaning,
nor has applicant suggested any ot her possible neaning
for these terns when conbined to formthe marks herein.
Therefore, | ATM nerely describes applicant’s proposed
Internet-rel ated automated teller machi ne services; and

| ATMGLOBAL further describes that these proposed services

wi |l have a worl dw de scope.
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We are not persuaded ot herw se by applicant’s
argunents to the contrary. First, we note that applicant
has not subnmitted a conplete copy of its United Kingdom
registration and, even if it had, U S. trademark law is
different from United Kingdomtrademark | aw and the Board
nmust determne the registrability of the marks herein by
applying U S. law. Second, the fact that third parties
may have regi stered marks beginning with an “I” or “i”
whi ch may nean “Internet” is not dispositive of the
appeal s before us as each case nust be deci ded on the
basis of its particular facts. “Third-party
registrations sinply are not conclusive on the question
of descriptiveness, and a mark which is nerely
descriptive cannot be made registrable nmerely because
ot her sim lar marks appear on the register.” See, In re
Schol astic Testing Service, Inc., 196 USPQ 517, 519 (TTAB
1977) .

Further, neither the fact that some of the evidence
subm tted refers to applicant, nor that applicant will or
intends to be the first entity to use the terns herein in
connection with such services, is dispositive where, as
here, such terms unequivocally project nerely descriptive

connotations. See In re Tekdyne Inc., 33 USPQd 1949,

10
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1953 (TTAB 1994), and cases cited therein; and In re
MBAssoci ates, 180 USPQ 338, 339 (TTAB 1973).

I n concl usion, when used in connection wth
applicant’s services, the terns | ATM and | ATMGLOBAL woul d
i mmedi ately describe, w thout conjecture or specul ation,
a significant feature or function of applicant’s services
as di scussed above. Nothing would require the exercise
of i magination, cogitation, mental processing or
gathering of further information in order for purchasers
of and prospective custoners for applicant’s services to
readily perceive the nmerely descriptive significance of
the terms | ATM and | ATMGLOBAL as they pertain to
automated teller machi ne services.

Deci sion: The refusal under Section 2(e)(1) of the

Act is affirmed in each application.
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